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earned patent term adjustment. See 37 CFR 1 704(b). 

Status 

1 )^ Responsive to communication(s) filed on 09 August 2006 . 
2a)D This action is FINAL. 2b)K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 
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4) ^ Claim(s) 1^3 is/are pending in the application. 
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Application Papers 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
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DETAILED ACTION 

This action is responsive to the papers filed 8/9/06. 



Response to Amendment 

The amendment filed 10/24/05 is objected to under 35 U.S.C. 132(a) because it 
introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no amendment 
shall introduce new matter into the disclosure of the invention. The added material which 
is not supported by the original disclosure is as follows: the short-range wireless receiver 
being "private" and the wireless network being "public". Applicant is required to cancel the 
new matter in the reply to this Office Action. 

Specification 

The specification is objected to as failing to provide proper antecedent basis for the 
claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01 (o). Correction of the 
following is required: Claims 1 and 2 refer to a private wireless receiver, yet there appears 
to be no description of the private nature in the specification. Claims 1 and 3 refer to the 
wireless network 108 as public, yet there appears to be no description of the public nature 
in the specification. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 



The specification shall conclude with one or more claims particularly pointing out and distinctly claiming 
the subject matter which the applicant regards as his invention. 
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Claims 1-3 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

■ Claims 1-3 are directed to a system (apparatus), yet the claims include what 
appear to be method steps. For example claim 1 recites: coupon is delivered... a 
tender made... evidence is conveyed... etc. Similarly claim 2 recites the apparent 
method step: price is calculated rclaim 3 recites: interface that 

provides... interface that accepts. Applicant should replace the method steps (in 
each claim) reciting accomplishment of such functions with structure 
programmed with the ability of the functions. 

■ Claims 1-2 set forth a "short range" wireless receiver, yet this is a relative term 
which renders the claim indefinite. The term "short range" is not defined by the 
claim, the specification does not provide a standard for ascertaining the requisite 
degree, and one of ordinary skill in the art would not be reasonably apprised of 
the scope of the invention. While the specification mentions Bluetooth™, 
802.1 1B, as well as other wireless technologies of presumably various ranges, 
the claim scope is unclear with regards to "short range". Further, it is believed 
that the technologies themselves do not limit the operating range, but rather the 
power of the transmitters and quality of the receivers. 

■ Claims 1-2, it is unclear what structure is provided that controls the privacy of the 
short range wireless signal. 
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■ Claim 2 sets forth an interface coupled to the WAN, yet this is believed to 
already be present in parent claim 1. The scope of claim 2's interface language 
is therefore unclear. 

■ Claim 2, there is no antecedent basis for the transceiver (two occurrences). 

■ Claim 2, there is no antecedent basis for "said signal". 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was 
made to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall 
not be negatived by the manner in which the invention was made. 

Claims 1-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Begum et al (5,420,606) in view of Faikowski (5,905,246). 

Claims 1-5: Begum discloses a system for delivering and redeeming coupons 
wirelessly, comprising: 

a. a coupon service provider coupled to a plurality of valid merchants 
through a public wide area network (col 5, lines 31-39); 

b. delivering an electronic coupon through the public wide area network to a 
portable communication unit (col 2, lines 5-47 and col 3, lines 4-53); 

c. transmitting the coupon to a coupon provider via a short range private 
wireless receiver upon activation via a user interface (col 2, lines 5-47; col 3, lines 4-53; 
and col 5, lines 6-44); 
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d. receiving approval to redeem the coupon from the coupon provider (col 2, 
lines 5-47; col 3, lines 4-53; and col 5, lines 6-44); and 

e. calculate the final price for the item upon receiving the approval (col 2, 
lines 5-47 and col 5, lines 6-44). 

While Begum discloses that the coupons (promotions) are transmitted through "a 
modem for communication with a regional or national network" (col 3, lines 35-43) and that 
the system "periodically communicates with a coupon redemption center computer (not 
shown) for coupon crediting and accounting via radio or microwave transmitter, or by use 
of a low cost telephone modem" (col 5, lines 31-35), it is not explicitly disclosed that the 
"regional or national network" is a public wide area network, such as the Internet. 
However, Faikowski discloses a similar system for delivering and redeeming electronic 
coupons which transmits the coupons over a public wide area network, such as the 
Internet, to a coupon card (smart card) and receives the redeemed coupons from a 
plurality of merchant computers (col 5, lines 15-17; col 6, lines 20-26; and col 29, lines 45- 
67). Therefore, it would have been obvious to one having ordinary skill in the art at the 
time the invention as made to use a wide area network, such as the Internet, as the 
regional or national network in Begum . One would have been motivated to use such an 
established wide area network in order to eliminate the need for the system owner to 
develop and field its own private regional or national wide area network, thus decreasing 
the cost to set up and run the system. 

While Begum discloses verifying that the data of the coupon being redeemed 
matches stored data of valid coupons and that the redeemed coupon information is 
transmitted to the remote systems controller and coupon redemption center (col 5, lines 
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10-39), it is not explicitly disclosed that the redeeming merchant will also be verified as a 
valid merchant. However, Faikowski discloses a similar system for delivering and 
redeeming electronic coupons which not only verifies the coupon data, but also discloses a 
fraud prevention method in which merchants can be placed on a suspend list so that "their 
coupons are no longer accepted for reimbursement" (col 3, lines 17-21). Therefore, it 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to refer to a centrally managed "suspend list" in order to validate the merchant 
for each attempt at coupon validation so that coupons from invalid merchants are "no 
longer" accepted. One would have been motivated to validate the merchant in Begum in 
addition to validating the coupon in order to reduce the amount of fraud as discussed by 
both Begum and Faikowski . 

Response to Arguments 

Applicant argues that Begum periodically communicates with the central system for 
coupon crediting and accounting as well as fraud detection and that the claim requires 
merchant validation on a per-coupon request. The rejection sets forth a reasonable 
combination where one of ordinary skill would find it obvious to centrally manage a 
suspend list which is verified each time a coupon is submitted to the POS for redemption - 
this enables the desires of Begum to be met (coupons are no longer accepted) when the 
merchant has been suspended. 

Applicant argues that Begum's public wireless network is not connected to the 
WAN. As presented in the rejection, it would have been obvious to one of ordinary skill at 
the time of the invention to have provided a public WAN (Internet) connection from the 
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systems controller (50) to the coupon redemption center (not shown). The public wireless 
network is met by the wireless connection between each message sending unit and each 
portable user device which represents the last leg of the coupons journey from the coupon 
redemption center to the systems controller to the message sending unit to the user 
device. The alternative delivery of coupons directly to the user devices wirelessly [5:40-45] 
also provides a public wireless network connected to the proposed Internet-hosted coupon 
redemption center. 

Applicant argues that Begum's national or regional network is not the same as the 
Internet. Examiner understands, but points out that one of ordinary skill would find it 
obvious to have provided the connectivity to the coupon redemption center (not shown) via 
the Internet for the reason provided (simplicity and low cost). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey D. Carlson whose telephone number is 571-272- 
6716. The examiner can normally be reached on Mon-Fri 8a-5:30p, (work from home on 
Thursdays). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber can be reached on (571)272-6724. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866- 
217-9197 (toll-free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786-9199 (IN 
USA OR CANADA) or 571-272-1000. XJ^^Ox 
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Primary Examiner 
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